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Art Unit: 3689 

DETAILED ACTION 

1 . This action is a non-final, first office action on tine merits in response to 
applicant's communication filed on 12/07/2004, wherein claims 1-8 are currently 
pending. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 12/07/2004 is being 
considered by the examiner. 

Priority 

3. Acknowledgment Is made of applicant's claim for priority under 35 U.S.C. 1 19(a)- 
(d) based upon an application filed in Japan on 6/07/2002. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-6 are rejected under 35 U.S.C. 101 based on Supreme Court 
precedent, and recent Federal Circuit decisions, the Office's guidance to examiners is 
that a § 101 process must (1) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing. Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 
437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane 
V. Deener, 94 U.S. 780,787-88 (1876). 
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An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should positively recite the other statutory class (the thing or product) 
to which it is tied, for example by identifying the apparatus that accomplishes the 
method steps, or positively recite the subject matter that is being transformed, for 
example by identifying the material that is being changed to a different state. 

Here, applicant's method steps, fail the first prong of the new Federal Circuit 
decision since they are not tied to another statutory class and can be performed without 
the use of a particular apparatus. Thus, claims 1-6 do not positively recite another 
statutory class to which the method steps are tied and therefore are non-statutory. The 
recitation of "using a computer to perform repairs" does not suffice. There must be a 
step in the actual claim, other than the preamble, that explicitly utilizes said computer in 
a statutory manner. 

6. Claim 7 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claimed invention does not fall within at 
least one of the four categories of patent eligible subject matter recited in 35 U.S.C. 101 
(process, machine, manufacture, or composition of matter) because claim 7 are directed 
to a "A vehicle provision support program for causing a computer to execute support," 
which is deemed software perse, and therefore considered disembodied functional 
descriptive material. A computer software application perse does not define any 
structural and functional interrelationships between the computer application and other 



Application/Control Number: 1 0/51 7,1 83 Page 4 

Art Unit: 3689 

claimed elements of a computer which permit the computer application's functionality to 
be realized. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-3, 5, 7 and 8 are rejected under 35 U.S.C. 102(b) as anticipated by, or 
in the alternative, obvious under 35 U.S.C. 103(a) over, Segawa et al. (US PG PUB US 
20020165791), hereinafter referred to as "Segawa." 

10. Regarding Claims 1, 7, and 8: 

Segawa discloses a vehicle provision support method and program for 
performing support using a computer to perform repairs on a vehicle and to provide the 
vehicle to a customer, comprising causing the computer to execute: 
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a step of, and system means for, presenting a plurality of repair items to the 
customer ("a repair information notifying part for notifying the repair requester terminal 
of all the repair information sent from the repairer" [0024]); 

a step of, and system means for, accepting selection of repair items of repairs to 
be performed on the vehicle ("a repair requester finally determines whether or not to 
accept a repair fee" [0021]); 

a step of, and system means for, outputting work items needed for the repairs, 
based on the repair items accepted ("receiving repair request information at least 
containing failure information on a product to be repaired and a desired repair fee, 
transmitted from the repair requester terminal; specifying a repair component based on 
the failure information" [0025]); 

a step of, and system means for, presenting information to the customer, before 
outputting the work items, the information being used as a judgment criterion for 
determining whether or not to make the repairs; a step of accepting judgment which is 
made by the customer after receiving the information used as the judgment criterion; 
and a step of determining whether or not to output the work items needed for the 
repairs, based on the judgment accepted ("repairer server further includes an order 
sending information receiving part for receiving a notice of order sending information 
from the repair requester terminal, and a selling request notifying part for notifying the 
component provider that the product or the repair component is purchased at the 
desired selling price, based on the order sending information. This is because a repair 
requester finally determines whether or not to accept a repair fee" [0021]). See also 
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("and an order sending notifying part for notifying the repairer terminal of order sending" 
[0022]). 

Furthermore, the nature of the particular business (vehicle repairs in this 
instance) has been deemed merely intended usage of the claimed invention and 
therefore accorded little patentable weight. (Intended use, "While features of an 
apparatus may be recited either structurally or functionally, claims directed to an 
apparatus must be distinguished from the prior art in terms of structure rather than 
function alone", MPEP 21 14; In re Swineheart, 169 USPQ 226; In re Schreiber, 44 
USPQ2d 1429 (Fed. Cir. 1997)). This rationale implicitly applies to all of the dependent 
claims hereto. 

1 1 . Regarding Claim 2: 

Segawa discloses a vehicle provision support method according to claim 1, 
wherein information that contains one of working time needed for the repairs and costs 
needed for the work is presented in the step of presenting the information used as the 
judgment criterion. See ("A purchase price of the repair component is determined at this 
time. Therefore, a repair fee considering a labor cost and like is input at a repair fee 
input part 71 , and the repair fee is sent from a repair information sending part 72 to the 
repair requester terminal 5, together with repair information such as the kind and 
number of exchange components and repair complete date and time" [0067]). 



12. Regarding Claim 3: 
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Segawa discloses a vehicle provision support method according to claim 1, 
wherein the plurality of repair items are divided in advance into groups on a clientele 
basis and selection of the repair items is accepted with the group taken as a unit when 
accepting the selection of the repair items in the step of accepting the selection of the 
repair items. See ("customer's unnecessary assets supporting repair of a broken-down 
apparatus, wherein repair request information at least containing failure information for 
specifying a product or a component targeted for repair, a desired repair fee, and 
information on whether or not the use of a second-hand component is accepted is input 
to go on public on a network, regarding a repair component specified based on the 
repair request information and a product including the repair component" [Claim 12])- 
customer's unnecessary assets used for a repair comprises the plurality of repair items 
divided in advance into groups on a clientele basis. 

13. Regarding Claim 5: 

Segawa discloses a vehicle provision support method according to claim 1, 
wherein: 

the computer is connectable to a database capable of storing repair items 
accepted in the past and information on customers selecting the repair items in 
association with each other ("A component information database and an owner 
information database are searched based on the specified repair product" [abstract]); 
and 
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when the step of presenting the repair items is performed for a new customer, 
the computer executes: 

a step of reading in information on the new customer; a step of extracting 
information on customers which is similar to the information of the new customer; and a 
step of presenting repair Items to the new customer, the repair Items being associated 
with the extracted customer information ("component information database and an 
owner information database are searched based on the specified repair product, 
whereby component providing candidates owning a product including the repair 
component are selected" [abstract]). 

14. Claims 4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Segawa (US PG PUB US 20020165791. 

15. Regarding Claim 4: 

Segawa discloses a vehicle provision support method according to claim 1, 
wherein the repairs are performed and the repaired vehicle is delivered to the customer, 
the computer further executes: 

a step of acquiring a date on which the vehicle is delivered (exchange 
components and repair complete date and time" [0067]); 

But, Segawa does not explicitly disclose a step of computing a fixed date after a 
predetermined period of time has passed from the vehicle delivery date as a warranty 
period expiration date; and a step of displaying the computed warranty period expiration 
date. 
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However, issuing warranties to customers is well known to those of ordinary skill 
in the art, and official notice to that effect is hereby taken. For example, when a 
customer purchases a product-such as a used car— often times dealerships offer a 
warranty guaranteeing the automobile's quality of operation for a specified time. 

It would have been obvious to one of ordinary skill In the art, at the time of the 
invention, to have modified the system of Segawa so as to have included a warranty 
optionality, since doing so could be performed readily and easily by any person of 
ordinary skill in the art, with neither undue experimentation, nor risk of unexpected 
results. 

Moreover, in KSR, the Supreme Court particularly emphasized "the need for 
caution in granting a patent based on the combination of elements found in the prior 
art," and discussed circumstances in which a patent might be determined to be obvious. 
Importantly, the Supreme Court reaffirmed principles based on its precedent that "[t]he 
combination of familiar elements according to known methods is likely to be obvious 
when it does no more than yield predictable results." In this case the combination of a 
repair servicing system and process disclosed by Segawa and the well-known warranty 
functionality would yield a predictable result, specifically viewable warranties offered for 
repaired vehicles. It would have been obvious to one of ordinary skill in the art to modify 
Segawa's system/method as such because the claimed invention is merely a 
combination of old elements, and in the combination each element merely would have 
performed the same function as it did separately. Furthermore one of ordinary skill in 
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the art would have recognized that the results of the combination were predictable, 
therefore the combination has been deemed obvious. 



16. Regarding Claim 6: 

Segawa discloses a vehicle provision support method according to claim 1, 
wherein when a part is to be installed in the vehicle during the repairs, the computer 
further executes: 

a step of accepting a judgment as to whether or not the part is to be installed 
("repairer server further includes an order sending information receiving part for 
receiving a notice of order sending information from the repair requester terminal, and a 
selling request notifying part for notifying the component provider that the product or the 
repair component is purchased at the desired selling price, based on the order sending 
information. This is because a repair requester finally determines whether or not to 
accept a repair fee" [0021]). 

a step of computing and presenting costs needed for the part when the part is to 
be installed as the item in the step of accepting the judgment ("Therefore, when a 
purchase price of a component exceeds an amount obtained by subtracting a labor cost 
and the like incurred in repair/exchange from the desired repair fee, the repair/exchange 
cannot be made under the desired repair fee. In order to avoid this, a purchase 
reference price presented by the component providing candidate is notified In advance" 
[0057]). 

But, Segawa does not explicitly disclose the part as being a leased item. 
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However, leasing a product or item to customers is well known to those of 
ordinary skill in the art, and official notice to that effect is hereby taken. For example, 
when a customer leases a product-such as a used car — often times dealerships offer a 
varying leases with varying price tags. 

It would have been obvious to one of ordinary skill In the art, at the time of the 
invention, to have modified the system of Segawa so as to have included leasing 
optionality, since doing so could be performed readily and easily by any person of 
ordinary skill in the art, with neither undue experimentation, nor risk of unexpected 
results. 

Moreover, in KSR, the Supreme Court particularly emphasized "the need for 
caution in granting a patent based on the combination of elements found in the prior 
art," and discussed circumstances in which a patent might be determined to be obvious. 
Importantly, the Supreme Court reaffirmed principles based on its precedent that "[t]he 
combination of familiar elements according to known methods is likely to be obvious 
when it does no more than yield predictable results." In this case the combination of a 
repair servicing system and process disclosed by Segawa and the well-known leasing 
functionality would yield a predictable result, specifically offering leased parts for 
repaired vehicles. It would have been obvious to one of ordinary skill in the art to modify 
Segawa's system/method as such because the claimed invention is merely a 
combination of old elements, and in the combination each element merely would have 
performed the same function as it did separately. Furthermore one of ordinary skill in 
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the art would have recognized that the results of the combination were predictable, 
therefore the combination has been deemed obvious. 

Conclusion 

1 7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure, lyonaga, US 20020178219, discloses an apparatus repairing 
method, system, program and recording medium. Olle, US 20030014142, discloses a 
method and system for tracking repair of components. Sticha, US 6554183, discloses 
automated systems and methods for authorization and settlement of fleet maintenance 
and repair transactions. 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fathi Abdelsalam whose telephone number is (571 ) 
270-3517. The examiner can normally be reached on Monday to Thursday 8:00- 
5:00pm ET. 

1 9. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on (571 ) 272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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20. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/F. A./ 

Examiner, Art Unit 3689 

/Tan Dean D. Nguyen/ 
Primary Examiner, Art Unit 3689 
4/22/09 



